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1. Introduction

In the field of intellectual property rights, host states’ policies, and
accordingly, the approach of the relevant treaty towards expropriation
and intellectual property rights play a key role when separating
expropriation from regulatory measures. This article will analyze
these issues as well as the approach adopted by Iran in this regard,
while also discussing the necessity of changing the approach adopted
in Iran's foreign investment protection treaties. It then continues to
examine Philip Morris v. Uruguay because, firstly, although the
relevant treaty contained expropriation provisions similar to those of
most treaties to which Iran is a party, eventually Uruguay managed to
win the case. Therefore, Uruguay’s defenses can be helpful for Iran in
similar cases. Secondly, it will be shown that issuance of a favorable
award for the host state in this case provides no guarantee that other
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tribunals follow the approach adopted by that tribunal. Therefore, the
article suggests specific clauses to be inserted into investment treaties
of Iran that can be interpreted to the benefit of public interest and, as
such, reduce the possible instances that require compensation to be
paid by the government.

Research Question

- Which aspects of the host state’s defenses in Philip Morris v.
Uruguay can be utilized by Iran in similar expropriation claims?

- When faced with similar expropriation disputes, would it suffice for
Iran to rely on defenses similar to those of Uruguay in the said case?

- What is the best possible approach for Iran to adopt in its foreign
investment promotion and protection treaties to avoid compensation
in expropriation disputes?

2. Literature Review

The Persian legal database contains few studies examining the Philip
Morris v. Uruguay case. They mostly contain overviews of the case
and discuss the restrictions imposed on trademarks as a method of
expropriating industrial property rights. However, no prior article has
examined how the defenses used by Uruguay could be of use to Iran’s
government when faced with similar expropriation claims. In this
regard, the authors explain the importance of the state’s regulatory and
policing powers and their degree of interference in the foreign
investor’s property rights. Nevertheless, this piece indicates that the
host state’s defenses in the Philip Morris v. Uruguay case cannot be
relied upon in all similar instances, especially considering that Iran
seems to have adopted the “high protection” policy towards foreign
investments and has consequently opted not to discuss and define the
connection between expropriation and governmental measures in the
field of intellectual property rights in most of its BITs. The article
suggests that Iran adopt the “increased predictability” or “qualified”
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policy and set apart intellectual property rights-related regulatory
measures from the scope of expropriation. A similar suggestion can
only be found in an article written by the authors of this article titled
“Legal Nature of Compulsory Licensing under Patent Law: A
Regulatory Measure or Expropriation?”. However, the said
suggestion, unlike the suggestions in this article, was primarily
focused only on a single regulatory measure of the host state i.e.,
compulsory licenses.

3. Methodology

This article uses a descriptive and analytical method and the authors
have resorted to library research to gather the relevant resources. A
wide range of resources including the most recent books, articles,
dissertations, cases, and regulations have been used to author this
piece. In particular, it has been attempted to examine different treaties
on the protection and promotion of foreign investment so that the
article would be of a comparative nature.

4. Conclusion

Treaties on the promotion and protection of foreign investment
contain different views concerning the relationship between
expropriation and governmental measures that are taken regarding
foreign investors' intellectual property rights. Considering that the
exclusion approach reduces the instances in which the host states
would have to pay compensation, this article concludes that Iran's
government should adopt this approach when drafting these treaties
and set aside its current approach which is unclear about the relation
between expropriation and regulatory measures in the field of
intellectual property. Until then, due to the similarities between the
approaches adopted by Iran and Uruguay regarding the relation
between expropriation and governmental measures in the field of
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intellectual property rights, Uruguay's defenses in Phillip Morris v.
Uruguay can be utilized by Iran in similar expropriation claims filed
against it.

Keywords: Police Powers Doctrine, Expropriation, No-reference
Approach, Exclusion Approach, Limitation for Trademarks
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Case No. 2012-12.
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2. Paul Cairney & et al., “Global Tobacco Control — Power, Policy, Governance and
Transfer”, Political Studies Review, Vol. 13, Issue 2, (2012), at 209.

3. Margherita Melillo, “Evidentiary Issues in Philip Morris v Uruguay: The Role of
the Framework Convention for Tobacco Control and Lessons for NCD Prevention”,
Journal of World Investment & Trade, Vol. 21, Issue 5, (2020), at 726.

4. Andrew D. Mitchell, “Tobacco Packaging Measures Affecting Intellectual Property
Protection Under International Investment Law: The Claims Against Uruguay and
Australia”, The New Intellectual Property of Health: Beyond Plain Packaging, (2016),
at 220, Available at SSRN: https://ssrn.com/abstract=2863335.
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2. Jarrod Hepburn; Luke R. Nottage, “Case Note: Philip Morris Asia v Australia”,
The Journal of World Investment and Trade, Vol. 18, No. 2, (2016), pp. 307-319, doi.
org/10.2139/ssrn.2842065, and Tania Voon & Andrew D. Mitchell, “Philip Morris vs.
Tobacco Control: Two Wins for Public Health, But Uncertainty Remain”, Columbia
FDI Perspectives on Topical Foreign Direct Investment Issues, No. 182, (2016), p.1

3. Presidential Decree No 287/009 (2009), Known as the “80/80 Regulation”.

4. Single Presentation Requirement (SPR).

5. Supreme Court of Justice of Uruguay (SCJ).

6. The Administrative Court (Tribunal de la Contencioso Administrativo).
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1. Pratyush Nath Upreti, “Philip Morris v Uruguay: A Breathing Space for Domestic
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R. Dolzer C. Schreuer, Principles of International Investment Law, First Edition
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2. Light.

3. Ultra-light.

4. Mild.
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